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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- tf the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )E1 Responsive to communlcation(s) filed on 22 April 2005 , 
2a)n This action is FINAL. 2b)!3 This. action is non-final. 

3) D Since this application is in condition for allowance except for fomrial matters, prosecution as to the merits is 

closed in accordance with the practice under £x parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1.7.9.10 and 12-14 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claimfe^ 1 7.9. 10. 12-14 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Clalm(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: 3)0 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonri PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Faper No(s)/MaiI Date. . 

3) 13 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PT0.152) 

Paper No(syMail Date 4/4/05 , 6) □ Other: . 



U.S. Patent and Trademari< Office 

PTOL-326 (Rev. 1-04) 
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DETAILED ACTION 

Claims pending 1,7, 9,10,12-14. 

The rejection on claim 14 has been withdrawn since applicants have amended the claim. 

The rejection of claims 1, 7-10, 12-14 under 35 USC 103 still stands. Applicants have various 

substituents Rl-RlO with many variables hetero groups and non-hetero groups. Thus indicating 

that applicants core as given is not imperative to the invention. Thus in the absence of any 

showing the prior art is prima facie obvious. 

Applicants have not responded to the Double Patenting Rejections. 

New Groimds of Rejection 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such fiill, clear, concise, and exact terms as to enable any person skilled in the art to whidi it . 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claim 1, 12-14 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for the compovinds of the core as given in formula I with all 
Rl-RlO to be a hydrogen , does not reasonably provide enablement for all the Rl-RlO 
substitutions to be all the various substitutions. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make and use 
the invention commensurate in scope with these claims. 

In re Wands, 858 F.2d 731, 737, 8 USPQ2d 1400, 1404 (Fed. Cir. 1988). 

There are many factors to be considered when determining whether there is sufficient evidence 
to support a determination that a disclosure does not satisfy the enablement requirement and 
whether any necessary experimentation is "undue". These factors include 1) the breadth of the 
claims, 2) the nature of the invention, 3) the state of the prior art, 4) the level of one of ordinary 
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skill, 5) the level of predictability in the art, 6) the amount of direction provided by the inventor, 
7) the existence of working examples, and 8) the quantity of experimentation needed to make or 
use the invention based on the content of the disclosure. In re Wands, 858 F.2d 731, 737, 8 
USPQ2d 1400, 1404 (Fed. Cir. 1988). 

1) The breadth of the claims: The instant claims encon5)ass many compounds ranging from an 
carbocyclic moiety to an carbocyclic moiety having many large electron withdrawing and bulky 
groups substituted on it to a moiety having many heterocyclic rings with any /many hetero 
atoms in it, having many large and various groups hanging from it. These compounds cover a 
very wide range of confounds. 

2) The nature of the mvention: are conq)ounds used as a host material to form an emissive 
layer of an organic EL device. 

3) The state of the prior art: The prior art teaches similar conq)ounds without these various 
substitutions. 

4) The level of one of ordinary skill: The ordinary artisan is highly skilled. 

5) The level of predictability in the art: It is unknown what the level of predictability is in the 
art since there are no working examples either in the specification or in the prior art of 
compounds doing similar activity having all these numerous substitutions . 

6) The amount of direction provided by the inventor: The inventor provides very little 
direction in the instant specification. There are no exanqDles of the compounds with these 
substitutions. 

7) The existence of working examples: The instant specification does not have any working 
examples. None of the con5)ounds have all these various substitutions. 

8) The quantity of experimentation needed to make or use the invention based on the 
content of the disclosure: Since there are no working examples, the amount of experimentation 
is very high and burdensome. 

Taking the above eight factors into consideration, it is not seen where the instant 
specification enables- the ordinary artisan to make and/or use the instantly claimed invention. 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the apphcant regards as his invention. 

Claim s 7,9, 10 recites the limitation '*of the formula 4, 6 and 7 which have H as the 
Rl-RlO substitutent". However there is insufficient antecedent basis for this limitation in the 
claim. Claim 1 does not include Rl- RIO to be a hydrogen. 
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Claim 1 is rejected xinder 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which apphcant regards as the 
invention. 

The amended claim recites salicylidene , 8 -hydroxyquinoline, alpha -amino acid L-proline and 
l-(2-hydroxyphenyl)pyrazolate. These structures do not correspond to the X groups as given in 
claims 7, 9 and 10. 

Applicants can overcome this by inserting the specific formula as given in the specifications. 

Claim 14 is a hybrid claim. It is not clear if it is method of using or drawn to a device (product). 
Claims 12-14 recite "organic electroluminescent device" . It is not clear what this organic 
substance is ? 

Conclusion 

The claims 1, 7, 9, 10, 12-14 still stand rejected. 

Any inquiry concerning this communication or earher communications from the 
examiner should be directed to Rita J. Desai whose telephone number is 571-272-0684. The 
examiner can normally be reached on Monday - Friday,9:30 am to 6:00 pnx 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cecilia Tsang can be reached on 57 1 -272-0562. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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June 16, 2005 




